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eamed patent term adjustment. See 37 CFR 1.704(b). 
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?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on 30 October 2003 is/are: a)K accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: on page 12 in 
the second paragraph, the sentence " The installation tool is configures to enable 
previously installation application information such as database name ..." contains 
grammatical errors. 

Appropriate correction is required. 

Claim Objections 

2. Claim 3 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

Claim 3 depends on Claim 1, which recites "a set of data processing system". 
This set has to have at least one data processing system in order for the invention to 
function as claimed. 

3. Claim 6 is objected to because of the following informalities: it is believed the 
limitation "the knowledge base of prior instructions" should read "the knowledge base of 
prior installations" and is treated as such for the remainder of the Office Action. 
Appropriate correction is required. 

Ciaim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 8-17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
Claims 8 -12: 

Claim 8 is directed to a system comprising "detecting means, discovering means, 
creating means, and sending means". However, all these means can be reasonably 
interpreted as being program alone. Program is functional descriptive material and 
therefore non-statutory, absent being claimed in combination with the necessary 
hardware to enable the software to act as a computer component and realize its 
functionality. 

Claims 9 - 12 do not add any additional structure to Claim 8 from which they all 
depend and are therefore rejected for the same reason. 
Claims 13-17: 

Claims 13 - 17 are directed to "a computer program product in a computer 
readable medium". According to Applicant's specification the computer readable 
medium may include electromagnetic signals. Electromagnetic signals, which are a form 
of energy, do not fall within a statutory category. 

Claim Rejections - 35 USC § 102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 
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6. Claims 1 - 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fawcett (US Patent 6,327,617). 
Claim 1: 

Fawcett discloses a method in a data processing system for installing software 
in a network data processing system (Abstract), by: 

detecting an event in the network data processing system, where the event 
indicates that a software module is to be installed in a set of data processing systems in 
the network data processing system ("a user computer establishes two-way 
communications with the update software computer", col. 5, lines 45-51); 

discovering a configuration of each data processing system in the set of data 
processing systems ("an inventory of computer software on the user computer is 
completed", col. 5, lines 45-51); 

creating a set of instructions using a knowledge base of prior installations, where 
the set of instructions is tailored for each data processing system in the set of data 
processing systems based on the configuration for the each data processing system in 
the set of data processing systems ("after the comparison, the user computer is sent 
back a summary of available computer software", col. 5, lines 51-64); 

and sending the set of instructions for the software module to be installed to the 
set of data processing systems ("the user computer is sent back a summary of available 
computer software", col. 5, lines 51-64). 

Claim 2: 
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Fawcett discloses the method of claim 1, where the set of instructions includes a 
future time to request the software module from an installation server ("the user may 
choose ...to store update information for future update needs col. 5, lines 63-64). 

Claim 3: 

Fawcett discloses the method of claim 1 , where the set of data processing 
systems is at least one data processing system (fig. 2, item 34). 
Claim 4: 

Fawcett discloses the method of claim 1 , where the knowledge base of prior 
installations is located in an installed product registry ("database connected to the 
update service computer contain information about computer software which is 
available to a user", col. 5, lines 51-53). 

Claim 5: 

Fawcett discloses the method of claim 1 , where the set of instructions is 
executed at a selected time on each data processing system in the set of data 
processing systems to pull the software module from a source on the network data 
processing system and install the software module on the set of data processing 
systems ("re-connect to the user computer at a more convenient time . . . and complete 
the downloading and installation at that time", col. 9, lines 8-12). 

Claim 6: 

Fawcett discloses the method of claim 1 , where the knowledge base of prior 
instructions includes a mapping between user identities and prior user installation 
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configuration data ("comparison is conducted to identify software available ... that might 
be appropriate for installation", col. 2, lines 52-55). 
Claim 7: 

Claim 7 is directed to a computer network system (as in fig. 3 in Fawcett) 
perfonning the method of Claim 1. Claim 7 is rejected as Claim 1. 
Claims 8- 12: 

Claims 8 - 12 are directed to a computer network system perfonning the method 
of Claims 1-5. Claim 8 - 12 are rejected as Claims 1-5. 
Claims 13 -17: 

Claims 13 - 17 are directed to a computer program coded to perform the method 
Claims 1 - 5. Claim 13 - 17 are rejected as Claims 1-5. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel G. Neway whose telephone number is 571-270- 
1058. The examiner can normally be reached on Mon - Thur 8:00AM - 5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on 571-272-3719. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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